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In re application of: 
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Commissioner for Patents 
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Alexandria, VA 22313-1450 



Sir: 



AMENDMENT AND RESPONSE TO OFFICE ACTION 

This Amendment and Response responds to an Office Action dated June 7, 2004. The 
shortened statutory period for reply expired on September 7, 2004. The Applicants respectfully 
request a one (1) month extension of time for responding to the Office Action. The shortened 
statutory period for reply now expires on October 7, 2004. 

In response to the Office Action dated June 7, 2004, please amend the above-identified 
patent application as follows. 
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IN THE CLAIMS 
Please amend the claims as follows. 

1. (Currently Amended) A method of communicating a command to a 

controllable device [[(130)]], comprising the steps of: 

[[•]] generating a watermark comprising the command, which is to be executed by the controllable 
device; [[(130),]] 

[[•]] generating a watermarked signal [[(120)]] comprising the watermark and an information unit 
[[(116)]] to be transmitted to the controllable device; [[(130),]] and 

[[•]] transmitting the watermarked signal [[(120)]] to the controllable device [[(130)]] for causing 
the controllable device [[(130)]] to execute the command. 

2. (Currently Amended) A method as claimed in claim 1, wherein the 
watermarked signal [[(120)]] is generated in a first domain by outputting a wat e rmark signal 
r e pr e senting th e watonnark to th e first domain for merging tho watermark signal with an information 
signal representing and the information unit [[(1 1 6)]] is generated in th e first a second domain. 

3. (Original) A method as claimed in claim 2, where the first domain is one of the 
acoustic domain and the visual domain. 
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4. (Previously Presented) A method as claimed in claim 2, where the second 
domain is the electrical domain. 

5 . (Currently Amended) A method as claimed in claim 1 , where the command 
relates to at least one of: control of a physical movement of a part of the controllable device 
[[030)]], rendering of an audio output by the controllable device [[(130)]], rendering of a visual 
output by the controllable device [[(130)]], and adjusting a value for at least one parameter 
associated with the command. 
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6. (Currently Amended) An arrangement forremotely controlling a controllable 

device [[(130)]], comprising: 

[[•]] embedding means [[(113)]] for generating a watermark comprising [[the]] a command, which 
is to be executed by the controllable device; [[(130),]] 

[[•]] watermarking means [[(114)]] for generating a watermarked signal [[(120)]] comprisingthe 
watermark and an information unit [[(1 16)]] to be transmitted to the controllable device; [[(130),]] 
[[•]] output means [[(115)]] for transmitting the watermarked signal [[(120)]] to the controllable 
device [[(130)]] for causing the controllable device [[(130)]] to execute the command; [[,]] 
[[•]] receiving means [[(131)]] for receiving the signal in the controllable device; [[(130),]] 
[[•]] decoding means [[(1 32)]] for obtaining the information unit from the signal 'and obtaining the 
command from the information unit; [[,]] and 
[[•]] executing means [[(1 33)]] for executing the command. 
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7. (Currently Amended) A controlling device arranged for communicating a 

command in a first domain to a controllable device, comprising! 

[[•]] embedding means [[(113)]] for generating a watermark comprising the command, whichis to 
be executed by the controllable device; [[(130),]] 

[[•]] watermarking means [[(114)]] for generating a watermarked signal [[(120)]] comprisingthe 
watermark and an information unit [[(1 1 6)]] to be transmitted to the controllable device; [[(130),]] 
and 

[[•]] output means [[(1 1 5)]] for transmitting the watermarked signal [[(1 20)]] to the controllable 
device [[(130)]] for causing the controllable device [[(130)]] to execute the command. 

8. (Currently Amended) A controllable device arranged for receiving a 

command in a first domain from a controlling device, comprising; 

[[•]] receiving means [[(131)]] for receiving [[the]] a watermarked signal in the controllable 
device; [[(130),]] 

[[•]] decoding means [[(132)]] for obtaining [[the]] an information unit from the signal and 
obtaining the command from a watermark in the information unit; [[,]] and 
[[•]] executing means [[(133)]] for executing the command. 



9. (Original) A computer program product being arranged for causing a processor to 
execute the method of claim 1. 
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1 0. (Currently Amended) A method of presenting an advertisement [[(430)]] to a 

user [[(420)]], comprising the steps of: 

[[•]] generating a watermark comprising [[the]] a command, which is to be executed by the 
controllable device [[(232)]], the command being related to presenting an advertisement; [[(430),]] 
[[ •]] generating a watermarked signal [[( 1 20)]] comprising the watermark and an information unit 
[[(116)]] to be transmitted to the controllable device- [[(232),]] and 

[[•]] transmitting the watermarked signal [[(120)]] to the controllable device [[(1 30)]] for causing 
the controllable device [[(130)]] to execute the command by generating the advertisement [[(430)]] 
and presenting the advertisement [[(430)]] to the user [[(420)]]. 

1 1 . (Currently Amended) A method as claimed in claim 1 0, further comprising 

the steps of: 

[[•]] maintaining a user profile [[(41 1)]] for the user [[(420)]] based on a sale of a controllable 
device [[(130)]] to the user; [[(420),]] 

[[•]] determining using the user profile [[(41 1)]] a product that the user is likely to want to buy, 
and 

[[•]] adding an identifier for the product to the command. 
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12. (Currently Amended) A signal [[(120)]] comprising an information unit 
[[0 16)]] in which a watermark is embedded, the watermark comprising a command to be executed 
by a controllable device [[(130)]]. 

13, (New) An apparatus for remotely controlling a controllable device, 
comprising: 

an embedding module for generating a watermark comprising a command to be executed by 
the controllable device; 

a watermarking module for generating a watermarked signal comprising the watermark and 
an information unit to be transmitted to the controllable device; and 

an output module for transmitting the watermarked signal to the controllable device for 
causing the controllable device to execute the command. 

14. (New) The apparatus of Claim 13, wherein the watermarked signal is 
generated in a first domain and the information unit is generated in a second domain. 

15. (New) The apparatus of Claim 14, wherein the first domain comprises one of 
a visual domain and an acoustic domain, and the second domain comprises an electrical domain. 
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16. (New) The apparatus of Claim 14, wherein: 

the modules form a portion of one of: a television and a loudspeaker; and 
the information unit comprises at least a portion of one of: a television program, a radio 
program, a movie, an advertisement, a picture, and a sound. 

17. (New) An apparatus for receiving a command from a controlling device, 
comprising: 

a receiving module for receiving a watermarked signal comprising a watermark from the 
controlling device; 

a decoding module for obtaining an information unit from the watermarked signal and 
obtaining a command from the information unit; and 

a executing module for executing the command. 

18. (New) The apparatus of Claim 17, wherein the watermarked signal is 
generated in a first domain and the information unit is generated in a second domain. 



1 9. (New) The apparatus of Claim 18, wherein the first domain comprises one of 

a visual domain and an acoustic domain, and the second domain comprises an electrical domain. 
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20. (New) The apparatus of Claim 17, wherein: 

the modules form a portion of one of: a mobile telephone, a television receiver, a stereo, a 
toy, a handheld computer, and a personal digital assistant; and 

the information unit comprises at least a portion of one of: a television program, a radio 
program, a movie, an advertisement, a picture, and a sound. 
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REMARKS 
Claims 1-12 were pending in this application. 
Claims 1-12 have been rejected. 

Claims 1, 2, 5-8, and 10-12 have been amended as shown above. 

Claims 13-20 have been added. 

Claims 1-20 are now pending in this application. 

Reconsideration and full allowance of Claims 1-20 are respectfully requested. 

I. REJECTION UNDER 35 U.S.C. § 102 

The Office Action rejects Claims 1-10 and 12 under 35 U.S.C. § 102(e) as being anticipated 
by U.S. Patent No. 6,490,681 to Kobayashi et al. ("Kobayashi 17 ). This rejection is respectfully 
traversed. 

A prior art reference anticipates the claimed invention under 35 U.S.C. § 102 only if every 
element of a claimed invention is identically shown in that single reference, arranged as they are 
in the claims. (MPEP § 2131; In re Bond, 910 F.2d 831, 832, 15 U.S.P.Q.2d 1566, 1567 
(Fed. Cir. 1990)). Anticipation is only shown where each and every limitation of the claimed 
invention is found in a single prior art reference. (MPEP § 2131; In reDonohue, 766F.2d 531 534, 
226 U.S.PQ. 619, 621 (Fed. Cir. 1985)). 

Kobayashi recites a system for replacing visible watermarks with invisible watermarks. 
(Abstract). In the system, a key is used to embed and remove the visible watermark and is 

- 10- 
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transmitted with watermarked content. (Col. 3, Line 65 - Col. 4, Line 6; Col. 8, Lines 21-23). The 
key includes a keyword, a start position, a watermark size, and a watermark dot pattern. (Col. 4, 
Lines 7-10). 

Kobayashi simply recites that a key is used to embed and remove a visible watermark. 
Kobayashi lacks any mention that a visible watermark or an invisible watermark contains a 
"command" that is "to be executed by [a] controllable device" as recited in Claim 1 . While the key 
of Kobayashi may be used to remove a visible watermark, the key does not represent a "command" 
that is "to be executed by [a] controllable device." Moreover, the key is not part of the visible 
watermark. Because the key is not part of the visible watermark, the key of Kobayashi cannot 
anticipate a "watermark comprising [a] command" that is "to be executed by [a] controllable device" 
as recited in Claim 1 . For these reasons, Kobayashi fails to anticipate all elements of Claim 1 (and 
its dependent claims). 

Claim 6 recites "embedding means for generating a watermark comprising a command, 
which is to be executed by [a] controllable device." Claim 7 recites "embedding means for 
generating a watermark comprising [a] command, which is to be executed by [a] controllable 
device." Claim 8 recites "decoding means for obtaining an information unit from [a watermarked] 
signal and obtaining [a] command from a watermark in the information unit." Claim 10 recites 
"generating a watermark comprising a command, which is to be executed by [a] controllable device." 
Claim 12 recites a signal comprising "an information unit in which a watermark is embedded, the 
watermark comprising a command to be executed by a controllable device." 
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As described above, Kobayashi fails to anticipate a "watermark" that includes a "command" 
to be executed by a controllable device. For these reasons, Kobayashi fails to anticipate all elements 
of Claims 6-8, 10, and 12 (and their dependent claims). 

Accordingly, the Applicants respectfully request withdrawal of the § 1 02 rej ection and full 
allowance of Claims 1 - 1 0 and 1 2. 

II. REJECTION UNDER 35 U.S.C. $ 103 

The Office Action rejects Claim 11 under 35 U.S.C. § 103(a) as being unpatentable over 
Kobayashi. This rejection is respectfully traversed. 

In ex parte examination of patent applications, the Patent Office bears the burden of 
establishing a prima facie case of obviousness. (MPEP § 2142; In re Fritch, 972 F.2d 1 260, 1262, 
23 U.S.PQ.2dl780, 1783 (Fed. Cir. 1992)). The initial burden of establishing apnwc/acte basis to 
deny patentability to a claimed invention is always upon the Patent Office. (MPEP § 2142; In re 
Oetiker, 977F2dl443 t 1445, 24 U.S.PQJd 1443, 1444 (Fed. Cir. 1992); In rePiasecki, 745 F2d 
1468, 1472.223 U.S.P.Q. 785, 788 (Fed Cir. 1984)). Only when zprimafacie case of obviousness 
is established does the burden shift to the applicant to produce evidence of nonobviousness. (MPEP 
§'2142; In re Oetiker, 977 F2d 1443, 1445, 24 U.S.P.Q.2d 1443, 1444 (Fed. Cir. 1992); In re 
Rijckaert, 9F.3dl531, 1532, 28 U.S.P.Q.2d 1955, 1956 (Fed. Cir. 1993)). If the Patent Office does 
not produce zprima facie case of unpatentability, then without more the applicant is entitled to grant 
of a patent. (In re Oetiker, 977 F. 2d 1443, 1445, 24 U.S.P.Q.2d 1443, 1444 (Fed. Cir. 1992); In re 
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Grabiak 769 F.2d 729 \ 733, 226 US.P.Q. 870, 873 (Fed. Cir. 1985)). 

A prima facie case of obviousness is established when the teachings of the prior art itself 
suggest the claimed subject matter to a person of ordinary skill in the art. (In re Bell, 991 F.2d 781, 
783, 26 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 1993)). To establish zprima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. The teaching or suggestion to make the claimed invention and the 
reasonable expectation of success must both be found in the prior art, and not based on applicant's 
disclosure. (MPEP § 2142). 

Claim 1 1 depends from Claim 10. As described above in Section I, Claim 10 is patentable. 
As a result, Claim 1 1 is patentable due to its dependence from an allowable base claim. 

Accordingly, the Applicants respectfully request withdrawal of the § 103 rejection and full 
allowance of Claim 11. 

III. NEW CLAIMS 

The Applicants have added new Claims 13-20. The Applicants respectfully submit that no 
new matter has been added. The Applicants respectfully request entry and full allowance of Claims 
13-20. 
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IV. CONCLUSION 

As a result of the foregoing, the Applicants assert that the claims in this application are in 
condition for allowance and respectfully request allowance of such claims. 
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SUMMARY 



If any outstanding issues remain, or if the Examiner has any further suggestions for 
expediting allowance of this application, the Applicants respectfully invite the Examiner to contact 
the undersigned at the telephone number indicated below or at wmunck@davismunck.com. 

The Applicants have included the appropriate fee to cover the cost of the Amendment and 
RESPONSE. The Applicants have also included the appropriate fee to cover the cost of a one (1) 
month extension of time. The Commissioner is hereby authorized to charge any additional fees 
connected with this communication (including any extension of time fee) or credit any overpayment 
to Deposit Account No. 50-0208. 



P.O. Drawer 800889 

Dallas, Texas 75380 

Phone: (972) 628-3600 

Fax: (972)628-3616 

E-mail: wmunck@davismunck.com 



Respectfully submitted, 



Davis Munck, P.C. 





Registration No. 39,308 
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Sir: 

CERTIFICATE OF MAILING BY FIRST CLASS MAIL 

The undersigned hereby certifies that the following documents: 

1 . Request for Refund; 

2. Copy of Amendment and Response to Office Action and accompanying documents as filed 
on October 7, 2004 and a copy of the return date-stamped postcard; 

3. Copy of Deposit Account Statement dated December 2004; and 

4. A return postcard 

relating to the above application, were deposited as "First Class Mail" with the United States Postal Service, 
addressed to Mail Stop 16, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450, on 



Date: ^^^^^ ^^^^rnit^ 

Mailer^ / 



Date: M^l ^IWtT 
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PETITION FOR EXT ENSION OF TIME 
Applicant respectfully requests a one (1) month extension of time for filing a response to 
die Office Action mailed June 7, 2004. The response period is presently set to expire on 
September 7, 2004, and if this Petition for Extension of Time is granted, the new response date 
will be October 7, 2004. 
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